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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority under 35 U.S.C. 1 19(a)-(d). 
The certified copy has been filed in parent Application No. 10/599612, filed on 02DEC2005. 

Information Disclosure Statement 

2. The information disclosure statements submitted on 18JAN2006, 20SEP2006, and 
23MAR2007 have been considered by the Examiner and made of record in the application. 

Claims 1, 3-10, 12-19, and 21-33 are pending. Claims 2, 11, and 20 have been canceled by 
Applicant. 

Specification 

3. The tide of the invention is not descriptive. A new title is required that is clearly indicative 
of the invention to which the claims are directed. 

4. The specification has not been checked to the extent necessary to determine the presence of 
all possible minor errors. Applicant's cooperation is requested in correcting any errors of which 
applicant may become aware in the specification. 
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Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of 
this title. 

Claims 19, 21-26, 29, and 33 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claims 21-26 and 33 are rejected by virtue of 
their dependency on claim 19. 

Claim 19 states: A control program for a communication apparatus having an IP 
communication means and transmitting/receiving communication data to/from a communication 
partner station discriminated by a telephone number, said method comprising: an IP address 
obtaining step of obtaining an IP address of the communication partner station through an SIP 
(Session Initiation Protocol) from a predetermined server based on the telephone number of the 
communication partner station; and a control step of transmitting/ receiving on an IP network the 
communication data to/ from the communication partner station by using the obtained IP address 
of the communication partner station, based on a predetermined data transmission/ reception 
protocol, wherein said control step is adapted to transmit a transmission request message to the 
communication partner station after obtaining the IP address and before transmitting the 
communication data. 

Claim 29 states: A control program of a gateway apparatus including an IP communication 
means, transmitting/receiving communication data to/from a first partner station by using the IP 
communication means, and transmitting/ receiving communication data to/ from a second partner 
station according to a facsimile procedure by using the IP communication means, said program 
consisting of: an obtaining step of obtaining a telephone number of the second partner station or an 
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IP address of the first partner station on the basis of an SIP; and a control step of connecting, by 
using the telephone number of the second partner station or the IP address of the first partner 
station obtained in said obtaining step, the corresponding partner station, and transmitting/ receiving 
the communication data to/ from the corresponding partner station on the basis of a facsimile 
protocol. 

Applicant attempts to claim non-statutory subject matter (i.e. a program). Applicant fails to 
claim a proper computer readable medium and thus fails to fall within a statutory category and is 
thus, per se, considered software. 

Claim Refections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 1 48 USPQ 459 (1 966), 
that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) 
are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 
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8. Claims 1, 6, 10, 15, 19, and 31-33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chimura et al. (US Patent # US 6,400,719 Bl) in view of Mussman et al. (US Patent 
Publication # US 2004/0139209 Al). 

a) Consider claims 1, 10 and 19, Chimura et al. clearly show and disclose, a communication 
apparatus, method, and program which has IP (internet Protocol) communication means and 
transmits/receives communication data to/from a communication partner station discriminated by a 
telephone number (figure 1, figure 7, abstract, column 2 lines 1-38), comprising: IP address 
obtaining means for obtaining an IP address of the communication partner station from a 
predetermined server based on the telephone number of the communication partner station (figure 
1, figure 7, abstract, column 2 lines 1-38, column 3 lines 66-67, column 4 lines 1-34); and control 
means for transmitting/ receiving on an IP network the communication data to/ from the 
communication partner station by using the obtained IP address of the communication partner 
station, based on a predetermined data transmission/reception protocol (figure 1, figure 7, abstract, 
column 2 lines 1-38, column 3 lines 66-67, column 4 lines 1-34, column 5 lines 45-67, column 6 
lines 1-3), wherein said control means transmits a transmission request message to the 
communication partner station after obtaining the IP address and before transmitting the 
communication data (figure 6, figure 10, abstract, column 2 lines 1-38). However, chimera et al. does 
not specifically disclose obtaining an IP address of the communication partner station through an 
SIP (Session Initiation Protocol). 

Mussman et al. show and disclose an apparatus which includes a device configured to 
support a first protocol for initiation, maintenance, and termination of a communication session 
between call endpoints, and to support a second protocol for resolving endpoint addresses for the 
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communication session wherein obtaining an IP address of the communication partner station is 
accomplished by using SIP (Session Initiation Protocol) (abstract, paragraph [0003], [0013], [0014]). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Mussman et al. into the system of Chimura et al. 
for the purpose of using SIP for the initiation, maintenance, and termination of a communication 
session. 

b) Consider claims 6 and 15, and as applied to claims 1 and 10 above, Chimura et al. as 
modified by Mussman et al. clearly show and disclose, a communication apparatus and method 
according to claims 1 and 10, wherein it is controlled by said control means to obtain the IP address 
of the communication partner station from the predetermined server based on the telephone 
number of the communication partner station by using a predetermined UDP (User Datagram 
Protocol), and further transmit/ receive the communication data to/from the communication 
partner station by using the obtained IP address of the communication partner station on the basis 
of a predetermined TCP (Transmission Control Protocol) (abstract, column 5 lines 44-67, column 6 
lines 1-3). 

c) Consider claims 31, 32, and 33, and as applied to claims 1, 10, and 19 above, Chimura 
et al. as modified by Mussman et al. clearly show and disclose, a communication apparatus, method, 
and program according to claims 1, 10, and 19, wherein said control means transmits a transmission 
permission message in response to the transmission request message received from the 
communication partner station, after obtaining the IP address and before receiving the 
communication data (figure 6, figure 10, abstract, column 2 lines 1-38). 
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9. Claims 3, 7, 9, 12, 16, 18, 21, 24-25, and 27-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chimur a et al. (US Patent # US 6,400,719 Bl) in view of Mussman et al. (US 
Patent Publication # US 2004/0139209 Al) and in further view of Strauss et al. (US Patent # 
5,940,598). 

a) Consider claims 3, 12, and 21, and as applied to claims 1, 10, and 19 above, Chimura 
et al. as modified by Mussman et al. clearly show and disclose, a communication apparatus, method, 
and program according to claims 1,10, and 19, further comprising: signal communication means for 
performing communication of a signal (figure 1, figure 5, figure 7, abstract, column 2 lines 1-38, 
column 3 lines 66-67, column 4 lines 1-34); and VoIP (Voice over Internet Protocol) 
communication means for transmitting/ receiving a frame obtained by digitally encoding the signal 
output from said signal communication means and adding the IP address (figure 1, figure 5, figure 7, 
abstract, column 2 lines 1-38, column 3 lines 66-67, column 4 lines 1-34). However, Chimura et al. as 
modified by Mussman et al. does not specifically disclose that the signal is a facsimile signal. 

Strauss et al. show and disclose a universal or multipurpose network server having enhanced 
processing functions which are performed in association with a telecommunications network to 
provide multi-mode communications via a combination of the public switched telephone network 
(PSTN) and a public packet data network, such as the Internet wherein a facsimile signal 
communication means is used for performing communication of a facsimile signal (figure 4, 
abstract, column 1 lines 57-61, column 7 lines 23-29 lines 40-53, column 8 lines 10-20). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Strauss et al. into the system of Chimura et al. as 
modified by Mussman et al. for the purpose of transmitting a facsimile signal. 



Application/Control Number: 10/559,612 Page 8 

Art Unit: 2154 

b) Consider claims 7, 16, and 25, and as applied to claims 3, 12, and 21 above, Chimura 
et al. as modified by Mussman et al. and as further modified by Strauss et al. clearly show and 
disclose, a communication apparatus, method, and program according to claims 3, 12, and 21, 
further comprising data communication means for performing the data communication by using a 
data transmission/ reception protocol which is not a VoIP procedure signal used by said VoIP 
communication means and a facsimile procedure signal used by said facsimile signal communication 
means, wherein said control means performs image communication by selectively using said VoIP 
communication means and said data communication means (Strauss et al. figure 4, abstract, column 
1 lines 57-61, column 7 lines 23-29 lines 40-53, column 8 lines 10-20 lines 38-67, column 9 lines 1- 
9). 

c) Consider claim 9, Chimura et al. clearly show and disclose, a communication system 
which includes a communication apparatus having IP (Internet Protocol) communication means and 
transmitting/ receiving communication data to/ from a communication partner station discriminated 
by a telephone number (figure 1, figure 7, abstract, column 2 lines 1-38), comprising: IP address 
obtaining means for obtaining an IP address of the communication partner station from a 
predetermined server based on the telephone number of the communication partner station (figure 
1, figure 7, abstract, column 2 lines 1-38, column 3 lines 66-67, column 4 lines 1-34); and control 
means for transmitting/receiving on an IP network the communication data to/from the 
communication partner station by using the obtained IP address of the communication partner 
station, based on a predetermined data transmission/reception protocol (figure 1, figure 7, abstract, 
column 2 lines 1-38, column 3 lines 66-67, column 4 lines 1-34, column 5 lines 45-67, column 6 
lines 1-3) and said control means transmits a transmission request message to the communication 
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partner station after obtaining the IP address and before transmitting the communication data 
(figure 6, figure 10, abstract, column 2 lines 1-38). 

However, Chimura et al. does not specifically disclose obtaining an IP address of the 
communication partner station through an SIP (Session Initiation Protocol) or that the 
communication partner station is a facsimile gateway, and the facsimile gateway transfers image data 
received from said communication apparatus according to a non-facsimile procedure to a 
destination communication apparatus according to a facsimile procedure. 

Mussman et al. show and disclose an apparatus which includes a device configured to 
support a first protocol for initiation, maintenance, and termination of a communication session 
between call endpoints, and to support a second protocol for resolving endpoint addresses for the 
communication session wherein obtaining an IP address of the communication partner station is 
accomplished by using SIP (Session Initiation Protocol) (abstract, paragraph [0003], [0013], [0014]). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Mussman et al. into the system of Chimura et al. 
for the purpose of using SIP for the initiation, maintenance, and termination of a communication 
session. However, Chimura et al. as modified by Mussman et al. do not specifically disclose the 
communication partner station is a facsimile gateway, and the facsimile gateway transfers image data 
received from said communication apparatus according to a non-facsimile procedure to a 
destination communication apparatus according to a facsimile procedure. 

Strauss et al. show and disclose a universal or multipurpose network server having enhanced 
processing functions which are performed in association with a telecommunications network to 
provide multi-mode communications via a combination of the public switched telephone network 
(PSTN) and a public packet data network, such as the Internet wherein the communication partner 
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station is a facsimile gateway, and the facsimile gateway transfers image data received from said 
communication apparatus according to a non-facsimile procedure to a destination communication 
apparatus according to a facsimile procedure (figure 4, abstract, column 1 lines 57-61, column 7 lines 
23-29 lines 40-53, column 8 lines 10-20). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Strauss et al. into the system of Chimura et al. as 
modified by Mussman et al. for die purpose of transmitting image data according to a facsimile 
procedure. 

d) Consider claim 18, and as applied to claim 10 above, Chimura et al. as modified by 
Mussman et al. clearly show and disclose, a control method according to Claim 10. However, 
Chimura et al. as modified by Mussman et al. does not specifically disclose the communication 
partner station is a facsimile gateway, and the facsimile gateway transfers image data received from 
the communication apparatus according to a non-facsimile procedure to a destination 
communication apparatus according to a facsimile procedure. 

Strauss et al. show and disclose a universal or multipurpose network server having enhanced 
processing functions which are performed in association with a telecommunications network to 
provide multi-mode communications via a combination of the public switched telephone network 
(PSTN) and a public packet data network, such as the Internet wherein the communication partner 
station is a facsimile gateway, and the facsimile gateway transfers image data received from said 
communication apparatus according to a non-facsimile procedure to a destination communication 
apparatus according to a facsimile procedure (figure 4, abstract, column 1 lines 57-61, column 7 lines 
23-29 Unes 40-53, column 8 Unes 10-20). 
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Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Strauss et al. into the system of Chimura et al. as 
modified by Mussman et al. for die purpose of transmitting image data according to a facsimile 
procedure. 

e) Consider claim 24, and as applied to claim 21 above, Chimura et al. as modified by 
Mussman et al. and as further modified by Strauss et al. clearly show and disclose, a control program 
according to claim 21, wherein it is controlled in said control step to obtain the IP address of the 
communication partner station from the predetermined server based on the telephone number of 
the communication partner station by using a predetermined UDP, and further transmit/ receive the 
communication data to/ from the communication partner station by using the obtained IP address 
of the communication partner station on the basis of a predetermined TCP (abstract, column 5 lines 
44-67, column 6 lines 1-3). 

f) Consider claims 27, 28, 29, and 30, Chimura et al. clearly show and disclose, 

a gateway apparatus, control method, program, and communication method which includes IP 
communication means, transmits/receives communication data to/from a first partner station, and 
transmits/receives communication data to/ from a second partner station (figure 1, figure 7, abstract, 
column 2 lines 1-38), comprising: obtaining means for obtaining a telephone number of the second 
partner station or an IP address of the first partner station(figurel, figure 7, abstract, column2 lines 
1-38, column 3 lines 66-67, column 4 lines 1-34); and control means for connecting, by using the 
obtained telephone number of the second partner station or the obtained IP address of the first 
partner station, the corresponding partner station, and transmitting/ receiving the communication 
data to/from the corresponding partner station on the basis of a protocol (figurel, figure 7, abstract, 
column 2 lines 1-38, column 3 lines 66-67, column 4 lines 1-34, column 5 lines 45-67, column 6 lines 
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1-3). However, Chimura et al. does not specifically disclose obtaining a telephone number on the 
basis of an SIP or communication according to a facsimile procedures or protocol. 

Mussman et al. show and disclose an apparatus which includes a device configured to 
support a first protocol for initiation, maintenance, and termination of a communication session 
between call endpoints, and to support a second protocol for resolving endpoint addresses for the 
communication session wherein obtaining an IP address of the communication partner station is 
accomplished by using SIP (Session Initiation Protocol), (abstract, paragraph [0003], [0013], [0014]). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Mussman et al. into the system of Chimura et al. 
for the purpose of using SIP for the initiation, maintenance, and termination of a communication 
session. However, Chimura et al. as modified by Mussman et al. does not specifically disclose 
communication according to a facsimile procedures or protocol. 

Strauss et al. show and disclose a universal or multipurpose network server having enhanced 
processing functions which are performed in association with a telecommunications network to 
provide multi-mode communications via a combination of the public switched telephone network 
(PSTN) and a public packet data network, such as the Internet wherein communication is done 
according to a facsimile procedures or protocol (figure 4, abstract, column 1 lines 57-61, column 7 
lines 23-29 lines 40-53, column 8 Hnes 10-20). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Strauss et al. into the system of Chimura et al. as 
modified by Mussman et al. for the purpose of communication according to facsimile procedures or 
protocol. 
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10. Claims 4-5, 13-14, and 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chimura et al. (US Patent # US 6,400,719 Bl) in view of Mussman et al. (US Patent 
Publication # US 2004/0139209 Al) in further view of Strauss et al. (US Patent # 5,940,598) 
and in further view of Nada et al. (US Patent Publication # US 2002/0095516 Al). 

a) Consider claims 4, 13, and 22, and as applied to claims 3, 12, and 21 above, Chimura 
et al. as modified by Mussman et al. and Strauss et al. clearly show and disclose, a communication 
apparatus, method, and program according to claims 3, 12, and 21, wherein facsimile 
communication is performed with the communication partner station. However, Chimura et al. as 
modified by Mussman et al. and Strauss et al. does not specifically disclose that the facsimile 
communication is performed with the communication partner station through an ADSL 
(Asymmetric Digital Subscriber Line) gateway for connecting bands obtained by frequency-dividing 
ADSL with a splitter respectively to the IP network and a line switching network, the IP network, 
and a facsimile gateway for receiving the digitally converted facsimile signal from the IP network and 
transmitting the received signal to the communication partner station through the line switching 
network. 

Nada et al. shows and discloses an Internet telephone system and an Internet telephone 
apparatus using the Internet wherein a facsimile communication is performed with the 
communication partner station through an ADSL (Asymmetric Digital Subscriber Line) gateway 
(abstract, paragraph [0003], [0004], [0005], [0006], [0007], [0012], [0013]). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Nada et al. into the system of Chimura et al. as 
modified by Mussman et al. and Strauss et al. for the purpose of communicating via an ADSL. 
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b) Consider claim 5, 14, and 23, and as applied to claims 3, 12, and 21 above, Chimura et 
al. as modified by Mussman et al. and Strauss et al. clearly show and disclose, a communication 
apparatus, method and program according to claims 3, 12, and 21, wherein when it is judged that the 
communication with the communication partner station through the VoIP transmission path is 
possible, said IP address obtaining means attempts to obtain the IP address of the communication 
partner station from the predetermined server, and said control means transmits/ receives on the IP 
network the communication data to/ from the communication partner station by using the obtained 
IP address of the communication partner station, based on the predetermined data 
transmission/reception protocol (abstract, column 2 lines 1-38, column 3 lines 66-67, column 4 lines 
1-34). However, Chimura et al. as modified by Mussman et al. and Strauss et al. does not specifically 
disclose said IP address obtaining means judges by analyzing the telephone number of the 
communication partner whether or not the communication with the communication partner station 
through a VoIP transmission path is possible 

Nada et al. shows and discloses an Internet telephone system and an Internet telephone 
apparatus using the Internet wherein an IP address obtaining means judges by analyzing the 
telephone number of the communication partner whether or not the communication with the 
communication partner station through a VoIP transmission path is possible (abstract, paragraph 
[0028], [0052], [0058, [0064]). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Nada et al. into the system of Chimura et al. as 
modified by Mussman et al. and Strauss et al. for the purpose of determining whether or not the 
communication through a VoIP transmission path is possible. 
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11. Claims 8, 17, and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chimura et al. (US Patent # US 6,400,719 Bl) in view of Mussman et al. (US Patent 
Publication # US 2004/0139209 Al) in further view of Strauss et al. (US Patent # 5,940,598) 
and in further view of Kobayashi (US Patent # US 7,076,554 Bl). 

a) Consider claims 8, 17, and 26 and as applied to claims 3, 12, and 21 above, Chimura et 
al. as modified by Mussman et al. and Strauss et al. clearly show and disclose, a communication 
apparatus, method, and program according to claims 3, 12, and 21. However, Chimura et al. as 
modified by Mussman et al. and Strauss et al. does not specifically disclose said VoIP 
communication means is a VoIP codec for converting an analog voice signal into a digital signal. 

Kobayashi shows and discloses The present invention relates to an internet communication 
system or an internet service telephone communication method, and more particularly to a 
telephone system through an internet telephone by a provider on a calling side wherein VoIP 
communication means is a VoIP codec for converting an analog voice signal into a digital signal 
(figure 1, abstract, column 1 lines 45-48, column 2 lines 36-55). 

Therefore, it would have been obvious to one of ordinary skill in the art that the time the 
invention was made to incorporate the teachings of Kobayashi into the system of Chimura et al. as 
modified by Mussman et al. and Strauss et al. for the purpose of voice communication on the 
internet. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to DANIEL MURRAY whose telephone number is 571-270-1773. The 
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